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Introduction
Graeme B. Dinwoodie and Mark D. Janis

In the mid-twentieth century, many countries revised and restated their trade-
mark laws. Although the revised statutes, and the debates that produced them,
reflected a certain willingness to begin thinking about trademarks in a new
way, traditional practices still predominated. Trademarks were still widely
understood as primarily serving the traditional purpose of source identifica-
tion. And trademark law’s purposes were still articulated in familiar rhetori-
cal overtones. For example, according to the U.S. Senate, U.S. trademark law
circa 1946 was intended to ‘protect the public so that it may be confident that,
in purchasing a product bearing a particular trademark which it favorably
knows, it will get the product which it asks for and which it wants to get’,
while also ensuring that ‘where the owner of a trademark has spent energy,
time and money in presenting to the public the product, he is protected in his
investment from its appropriation by pirates and cheats’.!

Trademark law has maintained its grasp on tradition, but much has changed
in the past half-century: the consumer economy has become globalized,
making international trademark negotiations more significant; image has
become pervasive in popular culture; intellectual property has emerged as
among the most vital of private assets; and the range of symbols that might
function as marks has expanded to include additional non-verbal indicia.
Firms now use trademarks — their own and those of their competitors — in new
and varying ways, reflecting a greater diversity in consumer perceptions.
Along many dimensions, the story of trademarks is becoming richer, and,
correspondingly, trademark law is becoming more subtle and complex.

In this volume, we seek to demonstrate that contemporary trademark law
scholarship can take the lead in laying out a more robust, multi-faceted theo-
retical foundation for this the new era of trademark law. In light of that goal,
we have organized the contributions to this book in three parts: the new diver-
sity in methodologies for analyzing trademark law (Part I); current interna-
tional considerations in trademark law (Part I); and the evolving relationships
between trademark law and other bodies of law triggered by the multivariate
functions that trademarks now play in the modern economy (Part III). Part I

1" S. Rep. No. 1333, 79th Cong., 2d Sess. 3 (1946).
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includes chapters that illustrate both the continuing significance of historical
perspectives,? and the fresh insights to be found in disciplines such as semi-
otics,3 economics,* and political science.b Part II explores the harmonization
of substantive trademark law® as well as the dynamic relationship between
trademark law and global trade,’ reflecting the need for trademark law to
become better attuned to international considerations. Part III covers the
growing complexity of relationships between trademark law and various areas
of concern: speech;® the public domain and concerns about enabling free
competition;” the protection of traditional knowledge,'? and adjacent areas of
intellectual property law such as copyright, moral rights, and design protec-
tion.!!

Although we have organized the book into three discrete groups of chap-
ters, there are a number of cross-cutting themes. One such theme is the
concern about articulating limits on trademark rights. Some scholars propose

2 Lionel Bently, From Communication to Thing: Historical Aspects of the

Conceptualisation of Trade Marks as Property, Chapter 1, infra.

Barton Beebe, The Semiotic Account of Trademark Doctrine and Trademark
Culture, Chapter 2, infra.

Stacey L. Dogan & Mark A. Lemley, A Search Costs Theory of Limiting
Doctrines in Trademark Law, Chapter 3, infra.

5 Robert Burrell, Trademark Bureaucracies, Chapter 4, infra; Clarisa Long,
The Political Economy of Trademark Dilution, Chapter 5, infra.

6 Annette Kur, Fundamental Concerns in the Harmonization of (European)
Trademark Law, Chapter 6, infra; Gail E. Evans, Substantive Trademark Law
Harmonization: On the Emerging Coherence Between the Jurisprudence of the WTO
Appellate Body and the European Court of Justice, Chapter 7, infra.

Thomas Hays, The Free Movement (or not) of Trademark Protected Goods in
Europe, Chapter 8, infra; Burton Ong, The Trademark Law Provisions of Bilateral
Free Trade Agreements, Chapter 9, infra.

8 Rochelle Cooper Dreyfus, Reconciling Trademark Rights and Expressive
Values: How to Stop Worrying and Learn to Love Ambiguity, Chapter 10, infra;
Rebecca Tushnet, Truth and Advertising: The Lanham Act and Commercial Speech
Doctrine, Chapter 11, infra; Michael Spence, Restricting Allusion to Trade Marks — A
New Justification, Chapter 12, infra.

9 Jennifer Davis, Protecting the Common: Delineating a Public Domain in
Trademark Law, Chapter 13, infra; Graeme W. Austin, Tolerating Confusion About
Confusion: Trademark Policies and Fair Use, Chapter 14, infra; Eric Goldman, Online
Word of Mouth and Its Implications for Trademark Law, Chapter 15, infra.

10 Susy Frankel, Trademarks and Traditional Knowledge and Cultural
Intellectual Property Rights, Chapter 16, infra; Coenraad Visser, Culture, Traditional
Knowledge, and Trademarks: A View from the South, Chapterl7, infra.

I Jane C. Ginsburg, Of Mutant Copyrights, Mangled Trademarks and Barbie’s
Beneficence: The Influence of Copyright on Trademark Law, Chapter 18, infra; Alison
Firth, Signs, Surfaces, Shapes and Structures — The Protection of Product Design
Under Trademark Law, Chapter 19, infra.
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to define limits that are inspired by an economic approach to the trademark
system. Thus, Dogan and Lemley argue that the search-costs rationale that
supports the existence of trademark rights also generates important limits on
those rights.!?> Others would determine limits by affirming the expressive
values of free speech. Rochelle Dreyfuss argues that unauthorized third-party
uses of trademarks serve important social goals that trump concerns that trade-
mark law may have.!3 Rebecca Tushnet elevates these concerns to the consti-
tutional level.'* Michael Spence reaches somewhat similar conclusions by
introducing a broader range of philosophical values — in particular, the value
of autonomy.!> Jennifer Davis argues that important limits already inhere in
existing doctrine, and those limits should be given weight in order to preserve
a vibrant commons.!'® Finally, authors such as Graeme Austin would assign
greater sophistication to the consumer in analysing key theories like confu-
sion, thus producing less expansive trademark protection.!”

A second theme is the broadening circle of stakeholders in trademark law.
Susy Frankel and Coenraad Visser demonstrate that trademark law should be
sensitive to the cultural heritage of indigenous peoples.'® Jane Ginsburg
shows that authors’ interests may be served as effectively through trademark
and unfair competition principles as through the traditional vehicle of copy-
right, especially in an environment that is suspicious of claims of moral
rights.!'” And Alison Firth reminds us that designers must continue to rely on
trademark and unfair competition theories even as they invoke protections
from other regimes, including sui generis design protection.”

Another theme — related to the notion of the broadening circle of stake-
holders — is the continued re-evaluation of the effectiveness of particular insti-
tutions of the trademark system, and continued assessment of the allocation of
power among those institutions. The institutional perspectives are most salient
in Robert Burrell’s chapter, in which he argues that the role of the trademark
office as an administrative actor has shaped the nature of trademark and unfair
competition law, such that trademark law can be seen as a bureaucratic prop-
erty.?! Clarisa Long’s chapter highlights that increased legislative intervention

12 See infra Chapter 3.

13 See infra Chapter 10.

14 See infra Chapter 11.

15 See infra Chapter 12.

16 See infra Chapter 13.

17" See infra Chapter 14.

18 See infra Chapters 16-17.
19 See infra Chapter 18.

20 See infra Chapter 19.

21 See infra Chapter 4.
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in trademark law is unlikely to diminish judicial appetite for common law
development of trademark law consistent with core principles of competition
and speech.?? Gail Evans’ chapter, analyzing the case law of the WTO
Appellate Body and the ECJ, reminds us that the types of ‘courts’ that will
develop trademark law are likely to change as trademark law international-
izes.?

Another theme is the extent to which trademark law is currently being
driven by concerns that are external to the conventional account of the trade-
mark right. Annette Kur takes up this theme, observing that the direction in
which trademark law has developed in the European Union has as much to do
with the context of harmonization of laws as with development of ideal trade-
mark principles.>* Burton Ong addresses a similar dynamic occurring in a
slightly different international context, highlighting the realpolitik of bilateral
free trade negotiations.>> Thomas Hays gives an account of issues concerning
parallel imports, which, as always, implicates concerns about international
competition.?® And Barton Beebe urges us to reconsider trademark law
through the lens of semiotics.?’

A final theme brings us back to the topic of change. All of the contributors
to this volume deal with the rapidity of change in the modern trademark
system. Some raise pointed questions about whether the rapid change is desir-
able. For example, Eric Goldman urges us to apply traditional principles of
trademark law developed offline by analogy to online word-of-mouth market-
ing, thus immunizing much of that activity from scrutiny under the trademark
laws.”® And Lionel Bently wonders whether one rhetorical (or conceptual)
change — a trend towards viewing trademarks as property — is in fact the
change that its critics fear it to be.?® As he points out, history suggests that it
is not.

Completing a project like this one has reinforced our faith in the vitality of
contemporary trademark law scholarship. The community of trademark law
scholars around the world is dynamic and creative, and the leadership of that
community is well represented in this volume. It has been our pleasure to
work with such an outstanding group of scholars on this project.

22 See infra Chapter 5.
23 See infra Chapter 7.
24 See infra Chapter 6.
25 See infra Chapter 9.
26 See infra Chapter 8.
21 See infra Chapter 2.
28 Chapter 15.

29 See infra Chapter 1.
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We also received excellent support for this project at our respective insti-
tutions. At Iowa, research assistants Erica Andersen, Liz Dlouhy, and Julie
Mowers provided expert editorial support, and the indefatigable Kati Jumper
provided her customary top-notch secretarial support. At Chicago-Kent, Jason
Du Mont, Jayne Hoffman, Emily Monteith, and Laura Cederberg were invalu-
able.






PART I

METHODOLOGICAL
PERSPECTIVES






I From communication to thing: historical
aspects of the conceptualisation of trade
marks as property

Lionel Bently!

It is a common criticism of contemporary trade marks law (and one almost
certainly represented by chapters in this volume) that legislatures and judges
have expanded the rights of trade mark owners too far, at the expense of the
needs or interests of other traders and the public interest.2 More specifically,
it is argued that trade marks are granted too readily, that the rights granted to
trade mark owners are too strong, that the situations in which trade mark rights
are capable of being invalidated or revoked are too limited, and that the
grounds on which a defendant can escape liability are too narrowly formulated
or restrictively interpreted. For many of these commentators, the criticism is
normative: positive law now affords trade marks owners broader and stronger
rights than can be justified by reference to principle or policy. Sometimes,
however, commentators attempt to explain the dynamics that have led to this
(undesirable) expansion of trade mark rights.> Chief amongst these explana-
tory narratives is the assertion that one of the root causes of expansion is that

I Herchel Smith Professor of Intellectual Property and Information Law,

University of Cambridge. A version of this chapter was previously presented at the
ATRIP meeting in Parma in September 2006, at the London School of Economics in
March 2007, at New York University’s Symposium on Innovation Law and Policy
and the Fordham International Intellectual Property Law and Policy Conference in
April 2007. I am grateful particularly to Anne Barron, Andrew Bridges, Robert
Burrell, Graeme Dinwoodie, Dev Gangee, Justin Hughes, Mark Janis, Phill Johnson
and Jamie Stapleton for their comments. Thanks also to Doug MacMahon for research
assistance.

2 Rochelle Cooper Dreyfuss, “Expressive Genericity: Trademarks as Language
in the Pepsi Generation” (1990) 65 Notre Dame L. Rev. 397, 399 (“the changing legal
climate has tended to grant trademark owners ever greater control over their marks”);
in the UK, see Jennifer Davis, “European Trade Mark Law and the Enclosure of the
Commons” (2002) IPQ 342; “To Protect or Serve? European Trade Mark Law and the
Decline of the Public Interest” (2003) EIPR 180-7.

3 Jennifer Davis, “European Trade Mark Law and the Enclosure of the
Commons” (2002) IPQ 342.



4 Trademark law and theory

trade marks are increasingly described as “property”.* Trade marks law, orig-
inally conceived as a legal mechanism for preventing fraud or protecting
consumers, has been reconceptualised as “property”,> and this, in turn, has
caused the law to shed traditional limits on the regulation of the use of trade
marks. At the same time, the property label exerts an irresistible force towards
expansion of trade mark rights from rights to prevent uses of signs which are
likely to confuse consumers’ understandings of the origin of the goods bear-
ing the sign to what Blackstone described as full despotic dominion,® and what
Professor Honoré referred to famously as the full liberal conception of owner-
ship.” The power of the proprietary model of trade marks is to cause its meta-
morphosis into “strong, unfettered property rights”.8

In this chapter I want to set this analysis of contemporary developments in
some historical context, particularly that of the second half of the nineteenth
century. During this period, English law witnessed the conceptualisation of
trade mark protection as property. At mid-century, there were many laws,
some general and some specific, which regulated the uses of signs in trade, but
the most important was the general protection provided by the Common Law

4 PFor example, Glynn Lunney, “Trademark Monopolies” (1999) 48 Emory L.J.

367 (identifying a shift from viewing a trade mark as a source of information about a
product (“deception-based trademark™) to viewing the trade mark as the product
(“property-based trademark™), and suggesting that such “property mania” has induced
“a radical and ongoing expansion of trademark protection, both in terms of what can
be owned as a trademark and in terms of what trademark ownership entails.”); Mark
Lemley, “The Modern Lanham Act and the Death of Common Sense” 108 Yale L.J.
1687, 1687 (“Commentators and even courts increasingly talk about trademarks as
property rights; as things valuable in and of themselves”); id. at 1697 (“Courts seem to
be replacing the traditional rationale for trademark law with a conception of trademarks
as property rights, in which trademark ‘owners’ are given strong rights over the marks
without much regard for the social costs of such rights.”).

> Lunney, for example (“Trademark Monopolies” (1999) 48 Emory L.J. 367 at
417), states that “Originally, trademark law was justified on grounds of preventing
consumer deception.” Lemley (“The Death of Common Sense” (1999) 108 Yale L.J.
1687, at 1697) also refers to the courts “replacing the traditional rationale for trademark
law with a conception of trademarks as property.” These appeals to “original concep-
tion” and “tradition” are problematic in the face of the history, which is certainly messy.

6 'W. Blackstone, Commentaries on the Laws of England, A Facsimile of the
First Edition of 1765-1769 (Chicago: University of Chicago Press, 1979) Book II, Ch.
1, p. 2.

7 “Ownership” in A.G. Guest (ed.), Oxford Essays in Jurisprudence (Oxford:
Clarendon, 1961) 107, 113 (the right to possess, use, manage, receive income, to capi-
tal, to security; the power of transmissibility; the absence of term; the prohibition on
harmful use; liability to execution; and the incident of residuarity).

8 Lemley, Mark, “The Modern Lanham Act and the Death of Common Sense”
(1999) 108 Yale L.J. 1687, 1694.
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and the supplementary protection of the Chancery courts against misrepresen-
tation in trade.? The protection afforded by both sets of courts was communi-
cation-based: the Common Law action, understood by courts and
commentators in this period to have derived from deceit,'? requiring a demon-
stration of an intention to deceive, the Chancery regime requiring a misrepre-
sentation, that is, a communicative act, of the defendant likely to mislead.
However, during the 1860s a debate emerged as to whether trade marks were
to be seen as property. In the judicial field, as also amongst legal commenta-
tors, the question arose in the context of the expanded protection afforded by
the Chancery courts (as opposed to the Common Law courts) after Millington
v Fox. The question for these jurists was whether this extended protection
rendered the signs “property” and with what consequences. The question of
“property” took on further significance in the discussions over the Trade Mark
Registration Bill of 1861 which proposed that trade marks that were registered
be property. This proposal was met with opposition in the Select Committee
of 1862,!! on the assumption that such a characterisation would render trade
marks a mechanism for perpetrating (rather than preventing) fraud. As a result
of case-law developments, particularly during the 1860s, and finally the adop-
tion of a Trade Mark Registration Act in 1875, trade marks came to be widely
recognised as property.

There seems no doubt that certain consequences flowed from the fact that

9 See L. Bently, “The Making of Modern Trade Marks Law: The Construction
of the Legal Concept of Trade Mark (1860-80)” in L. Bently, J. Davis & J. Ginsburg
(eds.), Trade Marks and Brands: An Interdisciplinary Critique (Cambridge: CUP,
2008).

10 Cresswell J. characterised the action as one for deceit in Crawshay v
Thompson (1842) 4 Man & G 356, 385-6. The issue was raised in Rodgers v Nowill
(1847) 5 CB 109, 116 by Maule J, Montagu Chambers responding that “there is no
other title under which such an action shall be classed”. See also E. Lloyd, “On the Law
of Trade Marks No. I’ (11 May, 1861) Sol Jo & Rep 486; E. Lloyd, “On the Law of
Trade Marks No. II” (25 May, 1861) Sol Jo & Rep 523; Cartier v Carlile (1862) 31
Beav 292, 2967 (counsel for the defendant); Edelsten v Edelsten (1863) 1 De G J &
S 185, 199 (Lord Chancellor Westbury stating that “[a]t law the proper remedy is by
an action on the case for deceit.”).

Whether the early cases were really actions for deceit is a topic worthy of serious
investigation (but unfortunately is one beyond the scope of this chapter). Most accounts
of the history of the common law of deceit suggest that deceit was handled largely as
part of what we would consider the law of contract until Pasley v Freeman (1789) 3
TR 51: see e.g. S.F.C. Milsom, Historical Foundations of the Common Law (2d ed.
London: Butterworths, 1981) 361-6. If this is so, it is difficult to see how the action for
wrongful use of a trade mark might have been considered as deceit.

1T Select Committee on Trade Marks Bill and Merchandize Marks Bill, Report,
Proceedings and Minutes of Evidence (1862) 12 Parliamentary Papers 431.
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trade marks were widely accepted as property by the mid-1870s. For example,
trade marks started to be treated as part of a law of “industrial property”,
included in legislation relating also to patents and designs, and, before long, in
the first significant multilateral international treaty, the Paris Convention.
Moreover, perceived as “property”, trade marks were frequently compared
and contrasted by commentators with analogous but distinct laws of patents
and copyright. Courts too occasionally were prepared to reason from an under-
standing of trade marks as property when developing applicable rules, for
example, on “abandonment”.!? But while designation of trade marks as “prop-
erty” was important, no one in the 1870s or 1880s would have inferred from
this that trade-mark rights extended to the use of the protected sign on dissim-
ilar goods.

Revisiting this period of the historical development of trade marks in the light
of today’s commentaries on the significance of property rhetoric in current
developments in the law of trade marks clearly raises certain questions.'3 If the
mere designation of trade marks as “property” has the power attributed to it,
why has trade-marks jurisprudence taken so long to develop into its maximal
incarnation? Have the consequences attributed to the notion of “property”
changed in the intervening 130 or so years? Or has the “handling” of the
concept of property by the courts (and policy-makers) altered in that time?
Alternatively, does the history suggest that contemporary accounts over-
emphasise the role of property rhetoric as a causal factor in the expansion of
trade-marks law? In my conclusion, I will return to some of these questions.

I. The emergence of trade marks law prior to 1860: trade marks as
communications
At mid-century, the most significant laws regulating misrepresentation in

12 Mouson v Boehm (1884) 26 Ch D 398 (Chitty J) (drawing analogy with ease-
ments and goods).

For a comparable analysis of US history, see Mark McKenna, “The
Normative Foundation of Trademark Law” (2007) 82 Notre Dame L. Rev. 1839 (where
the author revisits the history to contradict the commonplace account that trade-mark
law has expanded in the light of a normative shift from a goal of protecting consumers
to protecting traders). McKenna’s account claims that the history shows that trade-
mark protection was always concerned with protecting producers against diversion of
sales, so that the transformation in trade-mark protection cannot be explained by refer-
ence to such a shift. The parallel between McKenna’s argument, and the one offered
here which uses history to contradict accounts of trade-mark laws’ expansive tenden-
cies by reference to a shift to property, is self-evident. For a sceptical view of claims
that copyright law’s expansion is attributable to “propertization” see Justin Hughes,
“Copyright and Incomplete Historiographies: Of Piracy, Propertization and Thomas
Jefferson” (2006) 79 S. Cal. L. Rev. 993.
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trade were the action on the case (it seems, for deceit) at Common Law, and
Equity’s intervention by way of injunction in support of the Common Law
right in plain cases.!* Both regimes were premised on the idea that the courts
should intervene where one trader fraudulently used a mark associated with
another.

The Common Law action preventing use of a mark associated with one
trader by another has often been traced back to the late sixteenth century case
of JG v Samford, a Common Pleas decision of 1584 where two of the presid-
ing judges stated that an action would lie against use on inferior cloth of a
mark which had been used by another manufacturer who had gained great
reputation for his cloth."> While the significance of Samford (or rather its
subsequent citation in 1618 in Southern v How, a case brought by a purchaser
of counterfeit jewels against the vendor) is heavily contested,¢ it seems clear
that by the late eighteenth century the Common Law courts were prepared to
permit traders to bring actions based on intentional, damaging, misrepresenta-
tions of this sort.!” Lord Mansfield’s manuscripts contain details of two

14 For discussion of the wide array of other laws protecting specific designations

in particular trades, as well as criminal remedies,